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DETAILED ACTION 

A request for continued examination under 37 CFR 1 .1 14, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
September 2, 2004 has been entered. 

This Office Action is a response to Applicant's request for continued examination 
(RCE) filed February 6, 2004, and amendment and response to the Final Office Action 
(mailed May 3, 2004), filed September 2, 2004 wherein claims 1-9, 1 1-32, and 52-58 
have been amended; claim 5 is cancelled. Claims 10 and 33-51 are cancelled 
previously. 

Currently, claims 1-4, 6-9, 11-32, and 52-58 are pending in this application. 
Claims 1-4, 6-9, 1 1-32, and 52-58 as amended now are examined on the merits 

herein. 

Applicant's declaration of Richard A. Brown (inventor), submitted September 2, 
2004 under 37 CFR 1 .132, is acknowledged and will be further discussed below. 

Applicant's amendment adding the limitation, i.e., the amount of an emulsifier to 
claims 1-4, 6-9, 1 1-32, 53-54, 56, and 58 filed September 2, 2004 with respect to the 
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rejection of claims 1-4, 6-9, 1 1-32, 53-54, 56, and 58 made under 35 U.S.C. 102(b) as 
being anticipated by Stepnieski et al. (US 5,599,533) for reasons of record stated in the 
Office Action dated May 3, 2004 have been considered and found persuasive to remove 
this particular rejection. Therefore, the said rejection is withdrawn. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4, 6-9, 11-32, and 52-58 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hollenbery et al. (US 5,143,722, of record) in view of Collin et al.(US 
5656672, PTO-892) and Guthauser (US 5162378, of record). 

Hollenbery et al. discloses cosmetic or make-up (i.e., a foundation, eyeliner) 
compositions comprising water-in-oil emulsion comprising the instant ingredients such 
as an oil phase in amount about 30%, an aqueous phase for example 26% of water by 
weight which reads about 30%, a pigment herein and a sunscreening agent such as 
titanium dioxide (Ti02), an emulsifier broadly having HLB value from 2 to 12 in 0.25-2% 
by wieght, such as the surfactant therein (see col. 6 lines 13-45) and a thickener such as 
quaternium-18 hectorite (see col.6 lines 60-67) in amount for example 0.5% by weight, 
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an inorganic salt such as sodium chloride, and a separation inhibitor, a silicone 
elastomer herein such as organopolysiloxane i.e., cyclomethicone in amount 22.6% for 
example, prooylene glycol, and a preservative such as propyl paraben (see abstract, 
col. 1-2, col .6 lines 11-68, Example 1-6 at col.7-8, and claims 1-15). 

Hollenbery et al. does not expressly disclose the employment of the particular 
emulsifier, cetyl dimethicone copolyol in 3-6% by weight, in the water-in-oil emulsion 
compositions therein. 

Collin et al. discloses a water-in-oil emulsion composition for personal care 
comprising an oil phase which is present in amount from 10-50% by weight of said 
composition (see col.2 lines 46-19), an aqueous phase which is present in amount from 
50-90% by weight of said composition (see col.2 lines 50-52), an emulsifier such as 
cetyl dimethicone copolyol (also known as "ABIL EM-90"), 0.5-10% or preferably 1-6% 
by weight (see col.3 lines 40-47) or 3% in Example 2 and 4 at col.5-6, inorganic salts 
such as NaCI, 0.6-0.7% in Examples. See also claims 1-23. Collin et al. also discloses 
the emulsion is stablized for at least two months at 45°C (see abstract). 

Guthauser discloses a water-in-oil emulsion composition for personal care 
comprising 8-20% of the particular emulsifier, cetyl dimethicone copolyol, having known 
HLB value from 4 to 6 (see abstract, col.2 lines 30-39, and claim 1 in particular), 20- 
40% of water, 10-35% of silicone elastomer herein such as cyclomethione and phenyl 
dimethicone, 8-20% of inorganic salts, and 1-20 % of PEG (see claims 1-4). 



Application/Control Number: 10/047,817 Page 5 

Art Unit: 1617 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to employ the particular emulsifier, cetyl dimethicone copolyol in 3- 
6% by weight, in the water-in-oil emulsion compositions of Hollenbery et al. 

One having ordinary skill in the art at the time the invention was made would 
have been motivated to employ the particular emulsifier, cetyl dimethicone copolyol, in 
the water-in-oil emulsion compositions of Hollenbery et al, since an emulsifier broadly 
having HLB value from 2 to 12 . is known to be used in the water-in-oil emulsion 
composition according to Hollenbery. The particular the particular emulsifier, cetyl 
dimethicone copolyol, is known to have HLB value from 4 to 6 according to Guthauser. 
More importantly, the similar water-in-oil emulsion composition for personal care of 
Collin et al. is known to employ an emulsifier such as cetyl dimethicone copolyol in 0.5- 
10% or preferably 1-6% or 3% by weight. 

Thus, an emulsifier, cetyl dimethicone copolyol in 0.5-10% or preferably 1-6% or 
3% by weight is known and art-recognized which can provide the HLB value as the 
water-in-oil emulsion composition of Hollenbery et al. desired to give water-in-oil 
emulsion. Therefore, one of ordinary skill in the art would have reasonably expected 
that a known and art-recognized emulsifier, cetyl dimethicone copolyol, having HLB 
value from 4 to 6, in 0.5-10% or preferably 1-6% or 3% by weight would have the same 
or substantially similar usefulness as other emulsifiers therein in water-in-oil emulsion 
compositions of Hollenbery et al, based on the disclosure of Collin et al. and Guthauser. 

Claim Rejections - 35 USC § 103 



Application/Control Number: 10/047,817 Page 6 

Art Unit: 1617 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4, 6-9, 11-32, and 52-58 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Stepnieski et al. (US 5,599,533, of record) in view of Rapaport (US 
5730991 , of record) and Dorogi et al. (US 5882661 , of record). 

Stepnieski et al. discloses cosmetic compositions comprising water-in-oil 
emulsion comprising the instant ingredients such as an oil phase in the instant amount 
(see col.2 line 56 to coL3 line 18), an aqueous phase in the instant amount (see col.4 
lines 55-58), a pigment herein, vitamin A and E, a sunscreening agent broadly and 
pigments broadly such as titanium dioxide (Ti02) and a preservative (see col. 4 line 4 to 
col.5 .line 7), an emulsifier or surfactants having HLB of 2-6 broadly in 0.01-20% or 0/N 
4 % by weight (see col.2 lines 29-35), or the particular emulsifier or surfactant, cetyl 
dimethicone copolyol in 0.5% by weight (see col.4 27-28 and col.5 Example 1) and a 
thickener such as such as quaternium-18 hectorite in the instant amount (col .3 lines 45- 
65 and col.4 line 4), and a separation inhibitor, a silicone elastomer herein such as 
organopolysiloxane in the instant amount, i.e., cyclomethicone (see col.2 lines 19-45), 
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prooylene glycol and an inorganic salt such as sodium chloride (see col.3 lines 51-61). 
See also abstract, Example 1-6 at col .5-6, and claims 1-40. 

Stepnieski et al. does not expressly disclose the employment of the particular 
emulsifier, cetyl dimethicone copolyol in 3-6% by weight, the particular sunscreening 
agent herein and the particular preservative herein in the water-in-oil emulsion 
compositions therein. 

Rapaport discloses that octyl methoxycinnamate is well known sun screening 
agent. See col. 17 lines 20-25, col. 19 line 10. 

Dorogi et al. discloses that phenoxyethanol, propyl paraben and methyl paraben 
are preferred preservatives therein used in personal care or conditioning human skin, 
hair or nails compositions (see col. 5 lines 17-18). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to employ the particular emulsifier, cetyl dimethicone copolyol in 3- 
6% by weight, in the water-in-oil emulsion compositions of Stepnieski et al., and to 
employ octyl methoxycinnamate as sun screening agent, and to employ 
phenoxyethanol, propyl paraben and methyl paraben as a preservative. 

One having ordinary skill in the art at the time the invention was made would 
have been motivated to determine or optimize cetyl dimethicone copolyol to 3-6% by 
weight, since an emulsifier or surfactants having HLB of 2-6 broadly in 0.01-20% or 0.1- 
4 % by weight is known according to Stepnieski et al. Hence, the claimed range 3-6% 
lies inside ranges disclosed by the prior art. Thus, a prima facie case of obviousness 
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exists. See In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976); In re Woodruff, 
919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). See also MPEP 2144.05. 

One having ordinary skill in the art at the time the invention was made would 
have been motivated to employ octyl methoxycinnamate as sun screening agent, and to 
employ phenoxyethanol, propyl paraben and methyl paraben as a preservative, since 
sun screening agent and a preservative broadly, are known to be used in the water-in- 
oil emulsion composition according to Stepnieski et al. The particular sun screening 
agent, octyl methoxycinnamate, and phenoxyethanol, propyl paraben and methyl 
paraben as preservatives are well-known in the art to be used in personal care or 
conditioning human skin, hair or nails compositions Therefore, one of ordinary skill in 
the art would have reasonably expected that a known and art-recognized sun screening 
agent, octyl methoxycinnamate, and preservatives such as phenoxyethanol, propyl 
paraben and methyl paraben, would have the same or substantially similar usefulness 
as other sun screening agents and preservatives in water-in-oil emulsion compositions 
of Stepnieski et al. 

Moreover, it has been well settled that recitation of an inherent property of a 
composition, e.g., the inherent stability of composition, will not further limit claims drawn 
to a composition. 

Response to Argument 

Applicant's arguments filed September 2, 2004, with respect to the prior art 
rejections of record in the previous Office Action have been considered but are moot in 
view of the new ground(s) of rejection above. 
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Applicant's declaration under 37 CFR 1 .132, submitted September 2, 2004, has 
been considered but is not persuasive to overcome the rejections made under 35 
U.S.C. 103(a) for the following reasons. Note that Example 1-2 in the specification 
(page 16-20) shows the particular formulation with specific ingredients and amounts. 
The scope of the showing must be commensurate with the scope of the claims. In re 
Coleman, 205 USPQ 1172; In re Greenfield, 197 USPQ 227; In re Lindener, 173 USPQ 
356; In re Payne, 203 USPQ 245. Thus, the evidence in the example herein is also not 
commensurate in scope with the claimed invention and does not demonstrate criticality 
of a claimed range of the ingredients in the claimed composition. Moreover, Example 1- 
2 in the specification employs cetyl dimethicone copolyol in 4% by weight. 

Note that Applicant discussed the testing results of the stability by "Comparative 
Sample A and B" in the declaration, at 50°C. Nonetheless, the instant claims are not 
limited to the stability at the particular temperature. 

Therefore, the declaration is ineffective to rebut the prima facie case herein. 

In view of the rejections to the pending claims set forth above, no claims are 
allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Jiang, whose telephone number is (571)272- 
0627. The examiner can normally be reached on Monday-Friday from 9:00 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreenivasan Padmanabhan, Ph.D., can be reached on (571)272-0629. The 



Application/Control Number: 10/047,817 



Page 10 



Art Unit: 1617 

fax phone number for the organization where this application or proceeding is assigned 
is 703.872.9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



SfAnna Jiang, Ph.D. 
Primary Examiner, AU 1617 
November 23, 2004 




